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REMARKS 

Amendments to the Claims 

Claims 18-25 and 28-30 are pending. Claims 1-17, 27 and 31 have been cancelled. 
The Examiner has agreed to examine Group I. Claims 20-23 and 28-30 have been withdrawn 
from consideration as being directed to non-elected subject matter. Claims 18 and 24-25 are 
amended and new claims 32 and 33 are added herein. Support for the claims is found 
throughout the specification and claims as originally filed, for example on page 15, lines 7- 
10. Thus, no new matter has been added. 

Specification 

The specification is amended herein to amend the title and to reflect the priority status 
of the application, as requested by the Office. Additionally, the specification has been 
amended to include sequence identifiers, in accordance with 37 C.F.R. § 1.821 through 1.825. 

Priority 

The Office has alleged that while Applicants have claimed priority to France 
97/03899, filed March 28, 1997 and France 97/11317, filed September 11, 1997, no certified 
copy is present in the file. Applicants respectfully submit that the certified copy of the 
priority applications was transmitted from the International Bureau in the national stage and 
acknowledged by the Examiner on June 3, 2003, in Paper No. 34. 

Information Disclosure Statemnet 

The Examiner has not considered the journal articles by Simon et al. and 
Serre et al. due to being unable to locate the references from the parent file, 
09/381 ,656. Thus, Applicants have provided copies of the referenced documents 
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herewith and request consideration of the references accordingly. 

Rejection under 35 U.S.C. §1 12. First Paragraph 

Claims 18-19 and 24-25 stand rejected under 35 U.S.C. § 1 12, first paragraph, as 
purportedly lacking enablement. Specifically, though the Examiner admits that the 
specification is enabled for the protein set forth in SEQ ID NO:l, it does not reasonably 
provide enablement for the full scope of the claims. Applicants respectfully traverse this 
rejection. 

The Examiner admits that proteins with specific sequences and claims directed to 
"compositions" of the protein sequences are enabled per se 9 but not "cosmetics" or 
"pharmaceuticals". In an effort to advance prosecution, Applicants have amended claim 18 to 
delete reference to "cosmetics or pharmaceutical". 

The Examiner further purports that the data/examples provided in the specification do 
not demonstrate the use of the polypeptides in preventing any specific disorders. Applicants 
respectfully submit that in view of the specification, it is clear that such polypeptide will be 
useful in skin disorders involving cohesion of the cells. For example, Applicants direct the 
Examiner to pages 11-15, which describe skin disorders involving cohesion of the cells. 

The Examiner further purports that there is no indication of dosage or time period for 
the claimed pharmaceutical composition or cosmetics, nor specific indicia of the composition 
in association with the proteases listed in claim 1 . Applicants respectfully submit that one of 
skill in the art would be capable of routinely determining an appropriate dosing regimen, in 
accordance with the particular needs of the subject, without undue experimentation. One of 
skill in the art would understand that the desired amount of strengthening/thickening of the 
skin surface is a variable function which depends on the needs of the subject. One of skill in 
the art knows how to formulate compositions of the invention, including cosmetic and 
pharmaceutical compositions, by conventional techniques according to the disclosure of the 
specification with ranges of concentrations of the various ingredients described in the claims 
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in accordance with conventional practice and well known practical limits. One of skill in the 
art would further know that up to certain limits which can be routinely determined for an 
individual user by a clinician, or by an individual user, the effect would be a function of these 
concentrations as well as the condition of the individual user and the skin to which a 
composition is applied. A clinician skilled in the art or an individual user of the invention 
would be quite capable of routinely determining an appropriate dosing regimen, in 
accordance with the particular needs of the treated subject, without undue experimentation. 

Claim 25 has been rejected under 35 U.S.C. § 1 12, first paragraph, as allegedly 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Specifically, the Examiner 
purports that the claims lack written description as the structure is undefined as to what part 
of SEQ ID NO:2 is intended. In addition, the Examiner purports that the claim uses the open 
language "comprising", and thus the claimed invention consists of a genus of fragments to the 
specified sequence. Applicants have amended claim 25 and added new claims 32 and 33 
herein, to obviate this rejection and advance prosecution. It is believed that the amendment 
to claim 25 renders this rejection moot and Applicants respectfully request that the rejection 
be withdrawn. 

Rejection under 35 U.S.C. § 1 12. Second Paragraph 

Claims 18-19 and 24-25 are rejected under 35 U.S.C. §112, second paragraph, as 
allegedly failing to distinctly point out the subject matter applicant regards as the invention. 

Specifically, the Examiner asserts that in claim 1 8 there is no indication as to what the 
effective amount of protease is being used to do. In an effort to advance prosecution, 
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Applicants have amended claim 1 8 to recite "effective amount sufficient to increase 
desquamation". 

The Examiner asserts that Claim 19 is indefinite indicating that the recitation of 
"further comprising a glycosidase" does not demonstrate any added effective to the 
independent claim. Applicants respectfully traverse this rejection, and point out to the 
Examiner the Example beginning on page 32 of the specification. Applicants have 
demonstrated herein the treatment proteins with N-glycosidase F induced a reduction of about 
5 kDa in the apparent molecular weight of the corneodesmosine (see page 34, lines 14-24). 

The Examiner further asserts that claim 24 is indefinite for the recitation of "at least 
the following coding sequence" and considers it unclear as to what others there are. With the 
amendment to claim 24 made herein, Applicants believe that this renders the rejection moot 
and respectfully requests withdrawal of this rejection. 

The Examiner asserts that claim 25 is vague and indefinite, and purports that it is 
unclear what part applicant intends to be the invention in reference to "the nucleotide 
sequence comprises all or part of the nucleotide sequence as defined in claim 24", and 
further, the Examiner considers it confusing with two references to claim 24 instead of one. 
By amending claim 25 herein, Applicants believe that this rejection is overcome and requests 
a withdrawal of this rejection. 

Nonstatutory Double Patenting Rejection 

Claims 18 and 24-25 stand rejected under the judicially created doctrine of 
obviousness-type double patenting as allegedly unpatentable over claims 1 and 18 of U.S. 
Patent No. 6,645,509. Applicants submit herewith a Terminal Disclaimer. The Terminal 
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Disclaimer obviates this rejection. Accordingly, Applicants respectfully request withdrawal 
of this rejection. 

It is respectfully submitted that all rejections have been overcome by the above 
amendments. Thus, Notice of Allowance is respectfully requested. 

In the event that there are any questions relating to this Amendment or the application 
in general, it would be appreciated if the Examiner would contact the undersigned attorney by 
telephone at (858) 509-7337 so that prosecution of the application may be expedited. 



Respectfully submitted, 



Buchanan Ingersoll llc 




Date: January 5. 2006 



Susan B. Fuller 
Registration No. 5 1 ,979 



12230 El Camino Real 
Suite 300 

San Diego, C A 92130-2090 
(858) 509-7300 
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